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Art Unit: 1796 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 22 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. The recited "Use of is non-statutory subject 
matter, and "A method of using" is suggested. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 2, 7-11, 13, 14, 16, 17 and 19-21 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

The expression of" A " in chemical names for the base component in the instant 
published document PP [0029} and claim 9 is confusing. 

The recited expressions of a range with a range are indefinite in following claims; 
claim 1 (particularly), claim 7 ((very) preferably), claim 10 ((more or very) preferably, 
most highly preferred), claim 1 1 ((more or very) preferably), claims 13 and 14 ((more) 
preferably, most highly preferably), claim 16 (in particular), claim 17 ((more or very or 
most) preferably, with special preference, with very great preference, ) most highly 
preferred, at most), claim 19 ((more) preferably, with special preference) and claim 21 
((very) preferably). Also, the recited "polyfunctional alcohols" in claim 20 encompasses 
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propylene glycols, polypropylene glycols, ethylene glycols, polyethylene glycols and 
glycerin, and thus it is confusing. 

Claim 8 is incomplete since the ending period (.) is missing. Improper Markush 
language is recited in claim 9 and cancellation of "/or" in a second line from bottom is 
needed. 

The recited tradename, Blue Gel, in claim 19 is indefinite and is not permitted in 
the claim. 



The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1, 2, 5, 6-18 and 21 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1-20 



of copending Application No. 1 1/480,245. Although the conflicting claims are not 
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identical, they are not patentably distinct from each other because the instantly recited 
"comprising" permits presence of other components and because the catalytic salts of 
said copending Application encompass the instant salts as evidenced by the claim 14 
and because the polyether, cations and anions of said copending Application 
encompass the instant polyether, cations and anions inherently. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 2 and 7-21 are rejected under 35 U.S.C. 103(a) as obvious over Yano 
et al (US 6,077,896) alone, or in view of Schwabe et al (US 6,21 8,461 ). 

The instant preamble, dental material, has no probative value. 

Yano et al teach one-part and two-part curable composition comprising the 
alkoxysilyl-functional polyether and catalytic salt at col. 2 and cols. 5-6 and in examples. 
Salts of amine compounds (such as the instant DBU) with carboxylic or other acids are 
taught in lines 2-3 of col. 6, and said acids would encompass the instant acids. Said 
polyether can comprise one or more repeating units (col. 2, lines 1-9) and the second 
repeating unit such as -CH 2 CH 2 0- bonded to terminal alkoxysilane groups, for 
example, would meet the instant alkylene spacer (-CH 2 CH 2 -) of claim 1 7 absent further 
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limitation. The instant paste-formers such as ethylene glycol are taught at col. 4, lines 
22-31 and in examples. Yano et al teach employing other additives such as 
dehydrating agents at col. 6, line 25 which would meet water scavenger of claim 19. 
Yano et al also teach 2-ethylhexanoic acid in table which is well known carboxylic acid. 

Schwabe et al teach carboxylic acids such as octanoic acid for the catalytic metal 
salts at col. 1, line 64. 

Thus, it would have been obvious to one skilled in the art at the time of invention 
to utilize the instant acid in forming a salt of an amine (such as DBU) as a catalyst in 
Yano et al without or with teaching of Schwabe et al since said carboxylic or other acids 
of Yano et al would encompass the instant acids as partially evidenced by 2- 
ethylhexanoic acid, and since the instant acid such as octanoic acid in forming a 
catalytic metal salt is well known as taught by Schwabe et al absent showing otherwise. 

Claims 1-4 and 7-21 are rejected under 35 U.S.C. 103(a) as obvious over Yano 
et al (US 6,077,896) alone, or in view of Schwabe et al (US 6,218,461) and further in 
view of Bublewitz et al (US 2002/0156186 A1). 

The instant invention further recites reinforcing and/or non-reinforcing fillers with 
particular BET surface areas over Yano et al and Schwabe et al. However, Yano et al 
teach employing various fillers and a combination thereof at col. 6, lines 23-40. 

Bublewitz et al teach the instant fillers in PP [01 10]-[01 11]. 

Thus, it would have been obvious to one skilled in the art at the time of invention 
to further utilize the fillers taught by Bublewitz et al in Yano et al without or with teaching 
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of Schwabe et al since Yano et al teach employing various fillers and a combination 
thereof and since use of the instant fillers with a reactive silyl group containing polyether 
is well known as taught by Bublewitz et al absent showing otherwise. 

Claims 1, 2 and 7-21 are rejected under 35 U.S.C. 103(a) as obvious over Yano 
et al (US 6,077,896) alone, or in view of Schwabe et al (US 6,21 8,461 ), and further in 
view of Bachon et al (US 2005/0260401 A1 ). 

The instant invention recites other water scavenger over Yano et al. 

Bachon et al teach water scavenger such as vinyltrimethoxysilane in PP [0139]. 

Thus, it would have been obvious to one skilled in the art at the time of invention 
to further utilize the vinyltrimethoxysilane as water trapper (scavenger) taught by 
Bachon et al in Yano et al without or with teaching of Schwabe et al since Yano et al 
teach employing other additives such as dehydrating agents absent showing otherwise. 

Claims 1, 2 and 5-21 are rejected under 35 U.S.C. 103(a) as obvious over Yano 
et al (US 6,077,896) in view of Schwabe et al (US 6,21 8,461 ), and further in view of 
Renga (US 4,375,549) and Panster et al (US 4,362,885). 

The instant claims 5 and 6 further recites ammonium/phosphonium cations with 
crown ether over Yano et al. However, Renga teaches various catalysts including salts 
of organic acids and ammonium/phosphonium cations in lines 8-57 at col. 3. Said 
organic acids would encompass various acids including the instant carboxylic acids 
since there are limited species of the carboxylic acids such as saturated or unsaturated, 
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aliphatic, aromatic or cyclo-aliphatic or aromatic and linear or branched. Renga further 
teaches employing a chelating agent such as a crown ether in order to solubilize the 
catalysts at col. 4, lines 2-12, and said crown ether would chelate (or complex) said 
cations of salts inherently. Panster et al teach various crown ethers at bottom of col. 2. 

Thus, it would have been obvious to one skilled in the art at the time of invention 
to further utilize the crown ether taught by Renga and Panster et al with DBU salt of a 
carboxylic acid in Yano et al without or with teaching of Schwabe et al since Renga 
teaches employing a chelating agent such as a crown ether in order to solubilize the 
catalysts since the instant crown ethers are well known as taught by Panster et al and 
since Yano et al teach employing other additives such as compatibilizers, physical 
property modifiers and storage stability improving agents absent showing otherwise. 

Claims 1, 2, 5, 6, 10-14 and 16-22 are rejected under 35 U.S.C. 103(a) as 
obvious over Muller et al (US 5,11 8,290) in view of Renga (US 4,375,549) and Panster 
et al (US 4,362,885), and further in view of Schwabe et al (US 6,21 8,461 ). 

Muller et al teach dental impression material comprising an alkoxysilyl-polyether 
and a catalyst at col. 1, lines 7-14 and col. 4, lines 13-19. Other additives such as 
fillers, paraffins and glycerol are taught at col. 4, lines 31-38. Calcium sulfate and 
silicates therein would meet the isntant water scavengers since silicates have a layered 
structure inherently which would absorb water, for example. 

The instant invention recites particular catalysts over Muller et al. 
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However, Renga teaches various catalysts including salts of organic acids and 
ammonium/phosphonium cations in lines 8-57 at col. 3. Said organic acids would 
encompass various acids including the instant carboxylic acids since there are limited 
species of the carboxylic acids such as saturated or unsaturated, aliphatic, aromatic or 
cyclo-aliphatic or aromatic and linear or branched. Renga further teaches employing a 
chelating agent such as a crown ether in order to solubilize the catalysts at col. 4, lines 
2-12, and said crown ether would chelate (or complex) said cations of salts inherently. 
Panster et al teach various crown ethers at bottom of col. 2. 

Schwabe et al teach carboxylic acids such as octanoic acid for the catalytic metal 
salts at col. 1, line 64. 

Thus, it would have been obvious to one skilled in the art at the time of invention 
to utilize a salt of a carboxylic acid with the crown ether taught by Renga and Panster et 
al in Muller et al .since Muller et al teach employing catalyst and since the instant 
catalyst with a crown ether is well known catalyst and since Renga teaches employing a 
chelating agent such as a crown ether in order to solubilize the catalysts since the 
instant crown ethers are well known as taught by Panster et al and since Schwabe et al 
teach carboxylic acids such as octanoic acid for the catalytic metal salts absent showing 
otherwise. 

Claims 1-6, 10-14 and 16-22 are rejected under 35 U.S.C. 103(a) as obvious 
over Muller et al (US 5,1 1 8,290) in view of Renga (US 4,375,549) and Panster et al (US 
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4,362,885), and further in view of Schwabe et al (US 6,21 8,461 ), and further in view of 
Bublewitz et al (US 2002/0156186 A1). 

The instant invention further recites reinforcing and/or non-reinforcing fillers with 
particular BET surface areas over Muller et al. However, Muller et al teach employing 
various fillers and a combination thereof at at col. 4, lines 31-38. 

Bublewitz et al teach the instant fillers in PP [01 10]-[01 11]. 

Thus, it would have been obvious to one skilled in the art at the time of invention 
to further utilize the fillers taught by Bublewitz et al in Muller et al, Renga, Panster et al 
and Schwabe et al thereof since Muller et al teach employing various fillers and a 
combination thereof and since use of the instant fillers with a reactive silyl group 
containing polyether is well known as taught by Bublewitz et al absent showing 
otherwise. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tae H. Yoon whose telephone number is (571) 272- 
1 128. The examiner can normally be reached on Mon-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on (571 ) 272-1 114. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Tae H Yoon/ 
Primary Examiner 
Art Unit 1796 



THY/April 30, 2009 



